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DETAILED ACTION 
Status of Claims 

Claims 1-18 are pending in the current application. Claims 7 and 13 were previously 
withdrawn. 

Response to Amendment 
Drawings filed on 10/30/06 and 1 1/07/0 are not incompliance with 37 CFR 1.121(d)(1), 
therefore drawings are not considered. In addition to Replacement Sheets containing the 
corrected drawing figure(s), applicant is required to submit a marked-up copy of each 
Replacement Sheet including annotations indicating the changes made to the previous version. 
The marked-up copy must be clearly labeled as "Annotated Sheets" and must be presented in the 
amendment or remarks section that explains the change(s) to the drawings. See 37 CFR 
1.121(d)(1). Failure to timely submit the proposed drawing and marked-up copy will result in 
the abandonment of the application. 

* 

Amendment to specification, filed on 1 1/7/06 has been acknowledged. 

Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. 

Response to Arguments 

In regards to the telephone interview granted on 10/25/2006, Examiner discussed claim 
rejections under 35 USC 101 issues raised in the previous office action. Applicant was 
suggested to overcome the 101 rejections by incorporating "adapted to" language, however 
informed that such changes would not invoke claim in condition for allowance. Applicant was 
further informed that an updated search would be performed prior to establishing decisions on 
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patentability. No agreement as to patentability was reached, therefore, Applicant's argument 
filed on 10/25/06, on page 10 lines 1-11 of the remarks with respect to patentability solely based 
on issues presented during the phone interview is not well taken. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. However, Applicant is requested to resubmit the foreign 
priority document because priority document does not seem to show visible ribbon/seal . 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 4,5,8,12,14, and 18 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

Regarding claim 4, line 2; claim 8, lines 1 and 2; and claim 14, line 2, the word "means" 
is preceded by the word(s) "positioning" and "fastening" in an attempt to use a "means" clause to 
recite a claim element as a means for performing a specified function. However, since no 
function is specified by the word(s) preceding "means," it is impossible to determine the 
equivalents of the element, as required by 35 U.S.C. 1 12, sixth paragraph. See Ex parte Klumb, 
159 USPQ 694 (Bd. App. 1967). 

Regarding claims 5 and 18, line 2, the terms "settable continuous passive motion" and 
"an automated way" are considered indefinite. Claimed terminologies, a settable continuous 
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passive motion and an automated way are vague because metes and bounds of those 
terminologies cannot be determined. 

Claim 12 recites the limitation "the first" in line 1. There is insufficient antecedent basis 
for this limitation in the claim. 

Clai m Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claims 1,3,4,6,84145,17 and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kelly et al. US 5,529,573. 

As to claim 1, Kelly in figure 1 discloses a portable device for providing continuous 
passive motion, the portable device comprising a brace (10) and a drive mechanism (38), 
wherein the portable device is adapted for providing continuous passive motion of a limb of a 
human or animal body having a torso, the limb comprising a distal end and a proximal end, the 
distal end being connected to the proximal end with a first joint, the proximal end being 
connected to the torso with a second joint (see fig.lA), wherein said brace is adapted for 
supporting the distal end of the limb (see fig.l A); wherein said drive mechanism is adapted for 
providing a settable continuous passive motion of the first joint and/or the second joint of the 
limb (col.2 lines 36-61), said drive mechanism being coupled to said brace and controlling 
movement of the distal end of the limb (at control points 16 and 17); said passive motion is 
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controlled in a first control point (16) and a second control point (17) on the distal end of the 
limb; and said drive mechanism comprises at least a first unit (36) for controlling movement of 
said first control point on distal end of the limb (col.4 lines 24-40). 

As to claim 3, Kelly discloses wherein the device furthermore comprising means for 
immobilizing said second control point of the distal end of the limb (immobilizing control point 
using 34, see also "fixed in position" in col. 3 lines 41-43). 

As to claim 4, Kelly discloses a portable device according to claim 1 wherein said 
portable device furthermore comprises flexible positioning means (24) provided with a fastening 
means (25,28) positioning said brace and said drive mechanism on the body of a patient carrying 

► 

said device in a stable position, whereby said drive mechanism is at least partially housed within 
said positioning means (see fig.lA). 

As to claim 6, Kelly discloses wherein the brace comprises a support for said distal end 
(14) of the limb comprising a first primary sub-frame for supporting said distal end of the limb, a 
support for said proximal end of said limb comprising a second primary sub-frame (17) 
supporting said proximal end of the limb, a hinge (23) for connecting said support for said distal 
end of the limb to said support for said proximal end of the limb. 

As to claim 8, Kelly discloses wherein said positioning means comprises an inflatable 
housing (19) of flexible material provided with a fastening means (16,42), said housing allowing 
at least partial deformation when fastened on a body for providing a stable position (col. 6 lines 
27-50). 
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As to claim 11, Kelly discloses wherein said brace for supporting the distal end of the 
limb is adjustable in order to fit the length of the distal end of the limb of the user (col.4 lines 24- 
40). 

As to claim 15, Kelly discloses wherein the device further comprising a remote control 
unit (34) for controlling the passive movements provided by the device. 

As to claim 17, Kelly discloses wherein the device further comprising two connectors, 
provided a the upper side of the device, whereby one connector (wire connecting 34 to 30) is 
connected to the remote control unit and the other connector is connected to an electric 
transformer (36) or one or more batteries. 

As to claim 18, Kelly discloses wherein the passive limb movements provided by the 
device are provided in an automated way (via electronic control means, 34) 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 

■> 

(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. 
3. 
4. 



Ascertaining the differences between the prior art and the claims at issue. 
Resolving the level of ordinary skill in the pertinent art. 

Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 



This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 2,5,12, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kelly et al. US 5,529,573. 

As to claim 2, Kelly lacks wherein said drive mechanism further comprises a second unit 
for controlling the movement of said second control point of the distal end of the limb. However, 
Kelly teaches one drive unit for both first and second control point (col. 3 lines 25-59). Since one 
control unit is capable of providing the same function as the second unit as claimed, it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
provide a second control unit, since it has been held that mere duplication of the essential 
working parts of a device involves only routine skill in the art. St Regis Paper Co. V. Bemis Co., 
193 USPQ8. 

As to claim 5, Kelly lacks wherein said drive mechanism for providing a settable 
continuous passive motion of said limb is a programmable motor. However, Applicant has not 
established why "programmable" motor is crucial in terms of providing a specific function or 
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unexpected outcome over prior art. Therefore, it is an obvious matter of design choice because 
using either a programmable or non-programmable motor would not have affected ability of the 
device to provide CPM. Therefore, it would have been an obvious matter of design choice to 
modify Kelly to obtain the invention as specified in claim 5. 

As to claim 12, Kelly lacks wherein the first and second motor unit consists of a triple 
spindle with electromotor with worm wheel transfer, being provided in a housing, allowing the 
motor units to induce a substantially vertical moment. However, no criticalities has been 
established in the disclosure in terms of claimed motor provides an advantage, is used for a 
particular purpose, or solves a stated problem. One of ordinary skill in the art, furthermore, 
would have expected applicant's invention to perform equally well with control unit 36 disclosed 

- * 

by Kelly because the ability of the device to provide CPM is not affected by the type of motor 
used. Therefore, it would have been an obvious matter of design choice to modify Kelly to 
obtain the invention as specified in claim 12. 

As to claim 14, Kelly lacks wherein the positioning means further comprises belts 

* 

provided with fasteners for positioning said device on a body. However, Kelly teaches fasteners 
(28,24,23) which are considered equivalent in the art for providing the positioning function as 
claimed. Therefore, the selection of any of the known equivalents fastener would be within the 
level of ordinary skill in the art. 

Claims 9,10, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kelly et al. US 5,529,573 in view of Saringer et al. US 5,738,636. 

As to claim 9, Kelly lacks wherein said support of the distal end of the limb of said brace 
is furthermore provided with a limb fastener, and said support of the proximal end of the limb of 
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said brace is furthermore provided with a limb fastener. As to claim 10, Kelly further lacks 
wherein said fasteners for the distal end and the proximal end of the limb comprise fixing straps. 
However, Sartinger teaches claimed strap and father teaches hook and loop type straps are 
considered "fixing straps" since they are capable of fixing the device to a wearer in a secure 
position. Sartinger's straps allow securing of a brace to the user's body (see col.4 lines 22-28). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to provide limb fastener and fixing straps to the device of Kelly for the purpose of 
securing the device to the user's limb as taught by Sartinger. 

As to claim 16, Kelley discloses wherein said remote control unit comprises control 
switches (32), however lacks a visual display screen^ however, Saringer's figure 12 discloses a 
brace with a controller, more specifically a front panel which is considered "a visual display 
screen" for indicating whether the user has started (as indicated by a hand symbol in fig. 12) or 
stopped (as indicated by another symbol next to a stop label) a program for controlling a joint 
movement. The user depresses switch (204) to provide ankle (joint) movement and when the 
switch is released to stop actuator or to program the range of motion (see col7 lines 55-64). 
Therefore, it would have been obvious to one of ordinary skills in the art at the time the 
invention was made to provide a visual display screen to the device of Kelley for allowing the 
user to have a visual representation of the type of program that is being set or adjusted to limit 
the range of motion for a joint movement as taught by Saringer. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Backman (5,236,41 1), Funk (4,651,719), Pecheux (4,905,677), Luttrell (5,1 17,814), 
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Burkhead (5,385,536), Bastyr (5,407,420), Kaiser (5,891,061), Sainger (5,951,499), and Sato 
(6,146,341) are cited to teach body motion controlling device. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shumaya B. Ali whose telephone number is 571-272-6088. The 
examiner can normally be reached on M-W-F 8:30am-5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Justine Yu can be reached on 571-272-4835. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
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